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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Claim Objections 

Claims 5 and 6 are objected to because of the following informalities: claim 5 refers to 
the content of the antioxidant based on "the charge transporting material of said photoreceptor 
layer". Although it is clear that this claim is requiring a charge transport material there is not 
clear antecedent basis for "the charge transporting material". The Examiner suggests that "the" 
be changed to "a" for added clarity. Claim 6 refers to "the antioxidant of the chemical Formula 
(1)" yet the antioxidant is of the formula (2) in claim 1. This appears to be a typographical error 
that can be readily corrected by a suitable amendment. Appropriate correction is required. 

Claims 8 and 13 are objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is required to 
cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or 
rewrite the claim(s) in independent form. Claims 8 and 13 state that the photoreceptor is "for a 
wet developing method". This recitation does not appear to further limit the photoreceptors of 
claim 8 and 13 because the recitation 1 ) is an intended use of the photoreceptor and 2) does 
not provide any additional limitation to the composition, structure, or properties of the 
photoreceptors. That is, the photoreceptors in the respective base claims have the 
characteristics recited for the dependent claims. If applicants are of the opinion that the 
dependent claims do provide a further limitation on the photoreceptors in the base claims they 
are asked to clarify in the written response. 



Application/Control Number: 10/617,873 



Art Unit: 1756 



Page 3 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1,3-6, 8, 9, and 14 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 states that X3 is a C^e alkyl and one of the other groups specified immediately 
after the Ci- 6 alkyl. It is unclear how the single X 3 can be two groups simultaneously because 
the general formula (2) shows only a single X3 group. Clarification is required. Note 
specification pages 5 and 6 where the X3 groups are each shown to be alternatives. 

Claim 6 is indefinite as presented because the formula (10) is incomplete. There is 
nothing bonding the two phenolic groups, such as a "Z" group as in claim 2. The claim is also 
indefinite because this compound does not meet the requirements of Formula (2) in the base 
claim. 

Claim 9 and 14 are indefinite as presented because the device, apparently an 
apparatus, does not have any structure. A device or apparatus is defined by its structure and 
the claims as presented are devoid of any structure that would define a device. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-6 and 8-16 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 07- 
281456. An English language machine translation of the JP document accompanies this Office 
action. 

The JP document discloses an electrophotographic photoreceptor having a conductive 
base and a photosensitive layer having a photoconductive material, a binder resin of the 
Formula I and a cresol compound given by the Formula II (ffll [0010] - [0013]; Abstract). The 
binder resin is a polyester having biphenyl fluorenyl units while the cresol compound meets the 
requirements of the instant claims noting the methyl group and the substituting tert-butyl groups 
in the compound of U [0015]. Cresols that are particularly pertinent to the instant claims include 
2, 6-di- tert-butyl-p-cresol, 2,6-di-tert-butyl-m-cresol, 2,4-di- tert-butyl-o-cresol, 2,4 di-methyl-6- 
tert-butyl-phenol, 2,2 , -methylenebis (6-tert-butyl-p-cresol), 4,4 , -methylenebis (6-tert-butyl-o- 
cresol), and thio-bis (6-tert-butyl-m-cresol). Example 1 presents a photoreceptor having a 
conductive srum support and a photoconductive layer with 10 parts of a hydrazone charge 
transport material, 10 parts of a resin given by the formula 6, and 1 parts of a cresol (2,6-tert- 
butyl-p-cresol; see formula (9) in claim 6) meeting the formula of the instant claims. The 
photoconductor of the invention is placed in a laser printer fl| [0051]). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 7-20 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over JP 07- 

281456 in view of Handbook of Imaging Materials. New York: Marcel-Dekker, Inc. (1 1/2001 ) pp. 

145-164 to Diamond. 

The JP document was discussed above. This document does not disclose the specifics 
of the process cartridge or the image forming apparatus of the instant claims. However, 
Diamond discloses that image forming apparatus contain a photoreceptor and have means as 
illustrated in Figure 4.2., such as a charging device (scotoron), a light irradiation device (laser 
diode), a developing unit, and a transfer device. Alternatively, the photoreceptor can be placed 
in a process cartridge (Fig. 4.10), which can contain a charging roller, a developing unit, and a 
cleaning blade. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the photoreceptor of the JP document in an imaging apparatus or a 
process cartridge as disclosed by Diamond because the JP document forms its photoreceptor 
for use in the formation of images by an electrophotographic process and Diamond shows that 
an imaging apparatus and a process cartridge are known in the art for rapid production of 
images using photoreceptors. 

Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Katsukawa 
et a/, in US Patent 6,187493 in view of Kanamura etal. in US Patent 6,043,334. 

Katsukawa discloses a photoreceptor having a conductive support and a photosensitive 
layer on the support. The photoconductive layer contains a hole and/or electron transferring 
substance and a polyester resin having a fluorenyl repeating unit given by the formula (1) 
(Abstract). Additives such as antioxidants can also be used (col. 44, 1. 1-4). The photosensitive 
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layer can be of either a single layer or a multilayer (col. 42, 1. 48 - col. 43, 1. 2). Useful supports 
are in the shape of a drum (col.. 44, i. 60-61). Specific polyesters for the binder resin are 
disclosed in the Reference Exmaples (cols. 45-48). The photoreceptor is placed in an 
electrophotographic imaging device in the Examples (see, col. 50, 1. 2-8; col. 58, 1. 23-34; col. 
67, 1. 40-46 

Katsukawa does not disclose the antioxidants of the instant claims, but Kanamura does 
disclose photoreceptors of single layer or dual layer type having a binder resin with repeating 
fluorenyl units (Abstract; col. 44, 1. 8-23). The photoreceptors have a conductive support and a 
photosensitive layer containing a binder resin (col. 44). The photosensitive layers of the 
photoreceptor contain antioxidants (col. 196, 1. 40). The amount of the antioxidant is from 0.01 
to 10 % by weight (col. 198, 1. 34-36). Useful antioxidants are disclosed such as 

OH 

«C4H9 

col. 198 
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col. 205 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a known photoreceptor antioxidant such as those of Kanamura in 
the invention of Katsukawa because Katsukawa teaches that antioxidants are usefully included 
but does not specify any antioxidants. The artisan would looks to other references in the art for 
useful antioxidants and Kanamura discloses a specific group of antioxidants that are known to 
be effective in photoreceptors. The artisan would have found it obvious to optimize the amounts 
of the antioxidants in order to obtain the antioxidant effect in the produced photoreceptor 

Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yokota et 
al. in US Patent Application Publication 2004/0009419 in view of Kanamura et al. in US Patent 
6,043,334. 

Yokota discloses a photoreceptor having a conductive support and a photosensitive 
layer having a biphenylfluorenyl polyester and a stilbene charge transport material (Abstract). 
Useful polyesters have units given by the formulae (3), (4), and (5) fl| [0017]). Specific 
polyesters are disclosed in [0037]. The photoreceptor can contain antioxidants, such as 
phenolic compounds fl| [0049]). Electrophotographic imaging apparatus and process cartridges 
are present in the document claims. The reference does not disclose the specific antioxidants 
claimed, but gives direction to phenolic antioxidants as effective. 

Kanamura, discussed above, is incorporated here for its disclosure of useful antioxidant 
materials. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a known photoreceptor antioxidant such as those of Kanamura in 
the invention of Yokota because Yokota teaches that phenolic antioxidants are usefully included 
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but does not specify phenolic antioxidants. The artisan would looks to other references in the 
art for useful antioxidants and Kanamura discloses a specific group of antioxidants that are 
known to be effective in photoreceptors. The artisan would have found it obvious to optimize 
the amounts of the antioxidants in order to obtain the antioxidant effect in the produced 
photoreceptor. 



Double Patenting 

Applicant is advised that should claims 16, 18, and 29 be found allowable, claims 15, 17, 
and 19 will be objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When 
two claims in an application are duplicates or else are so close in content that they both cover 
the same thing, despite a slight difference in wording, it is proper after allowing one claim to 
object to the other as being a substantial duplicate of the allowed claim. See MPEP 
§ 706.03(k). 



The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In 
re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 1-20 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-18 of copending 
Application No. 10/459720 (corresponds to US Patent Application Publication 2004/0009419 
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discussed above) in view of Kanamura et al. in US Patent 6,043,334. The copending 
application claims a photoreceptor having the requirements of the instant claims except for the 
presence of antioxidants. The disclosure of the copending application is available under section 
102(e). This disclosure teaches that antioxidants are effective in the claimed photoreceptors. 
The copending claims do not specify the claimed antioxidants but Kanamura does disclose 
these components, as discussed above. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a known photoreceptor antioxidant such as those of Kanamura in 
the claimed invention of Yokota because Yokota teaches that phenolic antioxidants are usefully 
included but does not specify phenolic antioxidants. The artisan would looks to other references 
in the art for useful antioxidants and Kanamura discloses a specific group of antioxidants that 
are known to be effective in photoreceptors. The artisan would have found it obvious to 
optimize the amounts of the antioxidants in order to obtain the antioxidant effect in the produced 
photoreceptor. 

This is a provisional obviousness-type double patenting rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Christopher RoDee whose telephone number is 571-272-1388. The 
examiner can normally be reached on most weekdays from 6:00 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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